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communication. cause the application to become ABANDONED (35 U.S C. § 133). 

' earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 



1 )X Responsive to communication(s) filed on Dec 13, 2001 

2a)X This action is FINAL. 2b) Z This action is non-final. 

3,H Since this ap P licat,on is in condition for allowance except for forma, matters prosecution as the marts 

' closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims jp thg application . 

4) X Claim(s) 2-26 

is/are withdrawn from consideratio 

4a) Of the above, claim(s) . 

is/are allowed. 

5) l; Claim(s) ■ 

is/are rejected. 

6) X Haimls) 2-26 — 

_ is/are objected to. 

7) Claim(s) . . 

8) □ Claims — 



are subject to restriction and/or election requirement 



Application Papers 

9) The specification is objected to by the Examiner. 

„ . ,,,,,„„ is/are objected to by the Examiner. 

10)-J The drawing(s) filed on . 1 _ _ 

x . f .. A _ is- aLi approved bjj disapproved. 

1 1 f ~ The proposed drawing correction filed on <^ 
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DETAILED ACTION 

1. Claims 2-26 are pending and under consideration. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

■The specimen shal, contain a written description o, the invents, and of the manner and process of maKing ^ 

in such full dear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or w,th wh,ch ,t ,s 

most nearly connected, to make and use the same and shall set forth the best mode contemplated by the inventor of 

carrying out his invention." 

2 Claims 2-26 stand rejected under 35 U.S.C. 112, first paragraph, as containing subject matter which 
was no. described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor, at the time the application was filed, had possession of the claimed invention, for 
reasons set forth in Paper No. 7 . 

3 Claims 2-26 stand rejected under 35 U.S.C. §112, first paragraph, because the specification, while 
being enabled for the method of treatment of asthma, bronchospastic disease characterized by airway 
hyperreactivity, and lung inflammatory diseases characterized by increased eosinophil wherein sa,d 
method comprises the administration of an active agent selected from the group consisting of mammalian 
Calcitonin Gene-Related Peptide, adrenomedullin and [Cys(ACMF] Calcitonin Gene-Related Pept,de 
does not reasonably provide enablement for the method of prevention or treatment of the patho- 
physiological manifestations of the aforementioned diseases for all CGRP peptides or [Cys(ACM) 
CGRP, for the reasons set forth in Paper No. 7. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form the basis for 
the rejections under this section made in this Office action: 



"A person shall be entitled to a patent unless -- 

(e, the invention was described in a patent granted on an application for patent by another filed in the United States before 
the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the 
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requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the .nventon thereof by the applicant for 

patent." 

Claims 2-26 stand rejected under 35 U.S.C. §102(e) as being anticipated by U.S. Patent No. 5,858,978 
as evidenced by the Merck Manual (see pages 556-557) for the same reasons set forth in Paper Nos. 5 
and 7. 

5. The following is a quotation of 35 U.S.C. § 103 which forms the basis for all obviousness rejections set 
forth in this Office action: 

■A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 1 02 of this 
tit.e if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the Invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made." 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) or (g) 
of section 1 02 of this title, shall not preclude patentability under this section where the subject matter and 
the claimed invention were, at the time the invention was made, owned by the same person subject to an 
obligation of assignment to the same person. 

Claims 2-26 stand rejected under 35 U.S.C. §103(a) as being unpatentable over Vignery (U.S. Patent 
No. 5,858,978) in view of Gleich et al. (U.S. Patent No. 5,510,339) for the same reasons set forth in Paper 
Nos. 5 and 7. 



6. No claim is allowed. 



7. All claims are drawn to the same invention claimed in the parent application prior to the filing of this 
Continued Prosecution Application under 37 CFR 1 .53(d) and could have been finally rejected on the 
grounds and art of record in the next Office action. Accordingly, THIS ACTION IS MADE FINAL even 
though it is a first action after the filing under 37 CFR 1 .53(d). Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of th.s 
final action and the advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the advisory 
action. In no event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 



8. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Patrick Nolan whose telephone number is (703) 305-1987. The examiner can normally be 
reached on Monday through Thursday from 9:30 am to 4:30 pm. 

9. If attempts to reach the examiner are unsuccessful, the examiner's supervisor, Christina Chan, can be 
reached at (703) 305-3973. The FAX number for our group, 1 644, is (703) 305-7939. Any inquiry of a 
general nature relating to the status of this application or proceeding should be directed to the Group 
receptionist, whose telephone number is (703) 308-0196. 



Patrick J. Nolan, Ph.D. 
Primary Examiner, Group 1640 
2/25/02 



